
January 22, 2013 
 
Mr. Zhang Chengyu 
Standardization Administration  
  of the People’s Republic of China (SAC) 
No. 9 Madian East Road 
Haidian District 
Beijing, 100088 
P. R. China 
zhangcy@sac.gov.cn
 
Re: Joint Comments of the American Bar Association Section of Intellectual 
Property Law and Section of International Law on the Draft Regulatory Measures 
on National Standards Involving Patents (interim) for the People’s Republic of 
China 
 
Dear Mr. Zhang: 
 
On behalf of the American Bar Association Sections of Intellectual Property Law 
and International Law, we are pleased to submit the attached comments to the 
Regulatory Measures on National Standards involving patents (interim), as issued 
for comment by the Standardization Administration of the People’s Republic of 
China on December 19, 2012. 
 
Please note that these views are being presented only on behalf of the Sections of 
Intellectual Property Law and International Law.  They have not been approved by 
the House of Delegates or the Board of Governors of the American Bar Association 
and should not be construed as representing the position of the American Bar 
Association. 
 
If you have any questions after reviewing these comments, we would be happy to 
provide further input. 
 
Sincerely, 
 
 
 
Joseph M. Potenza  Barton Legum 
Chair, Section of Intellectual Property Law Chair, Section of International Law 
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JOINT COMMENTS OF THE AMERICAN BAR ASSOCIATION SECTION OF 
INTELLECTUAL PROPERTY LAW AND SECTION OF INTERNATIONAL LAW ON 

THE DRAFT REGULATORY MEASURES ON NATIONAL STANDARDS INVOLVING 
PATENTS (INTERIM) FOR THE PEOPLE’S REPUBLIC OF CHINA 

January 22, 2013 

The views stated in this submission are presented jointly on behalf 
of the Section of Intellectual Property Law and the Section of 
International Law (the “Sections”) of the American Bar 
Association (ABA) only.  These comments have not been approved 
by the ABA House of Delegates or the ABA Board of Governors 
and therefore may not be construed as representing the policy of 
the American Bar Association. 

The Section of Intellectual Property Law and the Section of International Law of the American 
Bar Association (collectively, the “Sections”) hereby respond to the solicitation for public 
comment regarding draft regulatory measures (“Draft Regulations”) on national standards 
involving patents (interim) for the People’s Republic of China (“PRC”), published for comments 
on December 19, 2012, by the Standardization Administration (“SAC”).*

 
The combined membership of the two Sections includes more than 30,000 lawyers.  Most of the 
members are based in the United States of America, but a substantial number have lived and 
worked abroad, including in the PRC, and some do so currently.  Members of the Sections have 
substantial expertise in intellectual property (“IP”) rights laws in the United States and around 
the world.  Our membership includes lawyers in the law departments of businesses and the 
faculties of law schools, as well as in private practice and in government.  In addition, many non-
U.S. attorneys are active as Associate Members in the Sections and have contributed their 
expertise and insights to the Sections’ work. 
 
The Sections welcome the goals of the drafters of the Draft Regulations to facilitate the 
development of standards incorporating technology.  The Sections appreciate the opportunity to 
comment on the Draft Regulations to assist China in their pursuit of these goals.  These 
Comments submitted to SAC offer the perspective of the Sections based on our members’ 
experience in the United States and abroad in the fields of IP rights and international business 
law.  Given the shortness of time, these comments are not intended to be comprehensive, but 
reflect some of the issues raised by our members.  The Sections hope that these comments will 
assist the SAC as it evaluates these Draft Regulations.  We welcome future opportunities to 
submit additional comments and urge the SAC to allow full notice and public comment on all 
future drafts. 
 

                                                            
* The notice of request for comments was published by the SAC at  
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http://www.sac.gov.cn/gybzheb/zxtz_850/201212/t20121219_130448.htm.  The Task Force that drafted these 
comments included Yee Wah Chin, Johanna Dennis, Joseph Gushue, Sophie Jiang, Benjamin Liu, David McGlynn, 
and Lisa Mueller.  These comments are based on unofficial translations of the Draft Regulations. 
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EXECUTIVE SUMMARY 
 
A major focus of the Comments relates to clarifying numerous terms and provisions in the Draft 
Regulations, leading to more legal certainty for inventors and entities.  The Comments also 
request clarification of legal liability and recommend that the Draft Regulations include the 
concept of reciprocity. 
 
The Sections urge clarification of issues, including clarification that the term “patent” refers to 
“essential patents” thereby ensuring that the regulatory measures do not include non-standard 
essential patents; clarification that the regulatory measures also apply to Chinese “essential 
patents”; clarification of the terms “participating”, “responsible entity”, “known to them”, and 
“verification materials” (Article 2, Paragraph 1); clarification that the Draft Regulations cover 
patent rights that have been assigned to another entity prior to the standard being finalized 
(Article 3, Paragraph 1); and clarification regarding what should be included in “corresponding 
verification materials” (Article 3, Paragraph 3). 
 
Additionally, the Sections recommend amending Article 3, Paragraph 2 included in the Draft 
Regulations in order to include the concept of reciprocity.  It would be fundamentally unfair for a 
party who enjoys a RAND licensing commitment without reciprocity to be able to sue on its 
patents against the party providing the RAND licensing commitment for use of a standard.  The 
concept of reciprocity is beneficial toward avoiding this unfair situation.  The Sections also 
recommend amending Article 4, Paragraph 3 to allow for a 60 day public comment period in 
accordance with the World Trade Organization/Agreement on Technical Barriers to Trade (WTO 
TBT) provisions and amending Article 5, Paragraph 1 in order to include other international 
standard setting organizations. 
 
Further, the Sections recommend removing Article 2, Paragraph 4 included in the Draft 
Regulations in order to encourage organizations and individuals to participate in the standard 
development process.  Alternatively, this provision may be amended to clarify the scope of legal 
liability under Chinese law and to allow for situations where disclosures cannot be made based 
on agreements or other legal situations arising in the normal course of business.  



GENERAL COMMENTS RELATING TO THE DRAFT REGULATIONS 
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Draft The Proposed Change Comments or Reasons 

I. General Principles 
 
3. The term ‘patents’ as used in these 
Measures includes active patents and 
pending patent applications. 
 

 Comment 1:  We kindly request clarification on 
what the highlighted term “active” means. 
 
Comment 2: We respectfully request 
clarification that the term “patents” refer to 
“essential patents” thereby ensuring that the 
regulatory measures do not include non-standard 
essential patents. 
 
Comment 3: We respectfully request 
clarification that all patent references in 
connection to the standard also apply to Chinese 
“essential patents”. 

II Disclosure of Patent Information 
1 Organizations or individuals 
participating in the formulation or revision 
of national standard shall timely disclose to 
the technical committee or the responsible 
entity the essential patents known to them, 
and provide patent information and 
corresponding verification materials thereof.  
 
 

Amend as follows: 
 
II Disclosure of Patent 
Information 
1 Organizations or individuals 
participating in the formulation or revision 
of national standard shall timely disclose 
to the technical committee or the 
responsible entity the essential patents 
known to them, and provide patent 
information and corresponding verification 
materials thereof unless sufficient 
justification for non-compliance exists.  
 

Comment 1:  We kindly request clarification on 
what the highlighted term “participating” means 
(e.g., does this mean that the entities be required 
to be part of the standard setting group and/or 
does this require that the entity having voting 
rights?)  What is required to be considered a 
“participant” subject to the disclosure 
requirements?   
 
Comment 2: We applaud SAC’s revision to 
change “promptly” to “timely,” to provide more 
clarity on timing of disclosures. 
 
Comment 3:  We kindly recommend adding the 
phrase “unless sufficient justification for non-
compliance exists” to allow for situations where 
disclosure cannot be made based on agreements 

 

 
 



or other legal situations arising in the normal 
course of business.  
 
Comment 4:  We kindly request clarification on 
what the highlighted term “the responsible 
entity” means.  It is unclear who will be 
responsible.  Also, will the participating parties 
be provided with a list of all the “responsible 
entities”?   
 
Comment 5:  We kindly request clarification on 
what the highlighted term “verification 
materials” means (e.g., claim charts).  We request 
that verification material not include confidential 
information as indicated in our comments below. 
 
Comment 6:  We kindly request clarification on 
what the highlighted term “known to them” 
means (e.g., does this mean patents and/or patent 
applications that are owned by the organization 
and individuals or does this include patents 
and/or patent applications known as a result of a 
search, patent prosecution, etc.). 

II Disclosure of Patent Information 
4 Organizations or individuals 
participating in the formulation or revision 
of national standards shall be legally liable 
for their failure to follow the aforementioned 
requirements to disclose the essential patents 
held by them. 

We recommend deleting this provision in 
its entirety. 
 
Alternatively, amend to the following: 
 
II Disclosure of Patent 
Information 
4 Organizations or individuals 
participating in the formulation or revision 
of national standards shall be legally liable 
as appropriate under applicable Chinese 
laws for their unjustified failure to follow 
the aforementioned requirements to 

Comment 1:  We kindly recommend deleting 
this section to encourage organizations and 
individuals to participate in the standard 
development process. 
 
Comment 2:  Alternatively to Comment 1, we 
kindly recommend amending this provision by 
adding the phrase “as appropriate under 
applicable Chinese laws” to clarify the scope of 
legal liability. 
 
Comment 3:  We kindly recommend adding the 
word “unjustified” as indicated in the suggested 
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disclose the essential patents held by them. 
 
 
 
 

amendment to allow for situations where 
disclosures cannot be made based on agreements 
or other legal situations arising in the normal 
course of business. 

III Patent Licensing Declaration 
1   During the formulation or revision of 
national standard involving patents, the 
technical committee or the responsible entity 
shall timely obtain the patent licensing 
declarations from the patentees/patent 
applicants. 

Amend as follows: 
 
III Patent Licensing Declaration 
1   During the formulation or revision of 
national standard involving patents, the 
technical committee or the responsible 
entity shall timely obtain the patent 
licensing declarations from the 
patentees/patent applicants or the entity 
that obtained the exclusive patent right.  
 

Comment 1: We kindly recommend amending 
this provision by adding the phrase “or the entity 
that obtained the exclusive patent right” to cover 
patent rights that have been assigned to another 
entity prior to the standard being finalized. 

III Patent Licensing Declaration 
2  If option (3) is chosen by the 
patentee/patent applicant, the standard shall 
not include any provision based upon such 
patent. 

III Patent Licensing Declaration 
2  The patentee/patent applicant is entitled 
to make option (1) or (2) subject to the 
condition of reciprocity.  If option (3) is 
chosen by the patentee/patent applicant, 
the standard shall not include any 
provision based upon such patent or 
pending application. 

Comment 1:  We kindly recommend that this 
provision be revised to include the concept of 
reciprocity.  It would be fundamentally unfair for 
a party who enjoys a RAND licensing 
commitment to be able to sue on its patents 
against the party providing the RAND licensing 
commitment for use of a standard.  The concept 
of reciprocity is beneficial toward avoiding this 
unfair situation.  The concept of reciprocity 
would condition the RAND licensing 
commitment upon receipt of a reciprocal license. 
 
Comment 2:  We kindly recommend that this 
provision be revised to include pending 
applications.  The current language causes 
confusion because it is unclear whether the 
standard can include an application that is still 
pending. 
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III Patent Licensing Declaration 
3 When submitting national standard 
involving patents for approval, the technical 
committee or the responsible entity shall 
provide patent information, corresponding 
verification materials and patent licensing 
declarations. Draft national standards 
involving patents but with no corresponding 
licensing declarations shall be put on hold 
and shall not be authorized for publication. 
 

Amend as follows: 
 
III Patent Licensing Declaration 
3 When submitting national 
standard involving patents for approval, 
the technical committee or the responsible 
entity shall provide patent information, 
corresponding verification materials and 
patent licensing declarations. Such 
verification materials shall not require the 
disclosure of confidential information.  
Draft national standards involving patents 
but with no corresponding licensing 
declarations shall be put on hold and shall 
not be authorized for publication. 
 

Comment 1: We kindly request clarification on 
what should be included in “corresponding 
verification materials.”   
 
Comment 2:  We kindly suggest amending this 
provision as indicated so that verification 
material requests do not require the disclosure of 
confidential information. 

IV Special Requirements for 
Mandatory National Standards Involving 
Patents 
3 Before allowing the publication of a 
mandatory national standard which involves 
patents, the department of standardization 
administration under the State Council shall 
publish the full text of the standard and the 
known patent information for a period of 30 
days. Any organization or individual may 
notify the department of standardization 
administration under the State Council in 
writing additional patent information known 
to him/her. 
 

Amend as follows: 
 
IV Special Requirements for 
Mandatory National Standards 
Involving Patents 
3 Before allowing the publication of 
a mandatory national standard which 
involves patents, the department of 
standardization administration under the 
State Council shall publish the full text of 
the standard and the known patent 
information for a public comment period 
of 30 60 days. Any organization or 
individual may notify the department of 
standardization administration under the 
State Council in writing additional patent 

Comment 1:  We kindly recommend amending 
the provision to allow for a 60 day public 
comment period in accordance with the WTO 
TBT provisions. 
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information known to him/her. 
 

V Supplementary Rules 
1 Whereby identical adoption of an 
international standard developed by the 
International Organization for 
Standardization (ISO) and the International 
Electrotechnical Commission (IEC) as a 
national standard, the licensing declarations 
made upon the patents involved in such 
international standard are equally applicable 
to the national standard. In all other 
situations of adopting international 
standards, I, II, III, IV of these Measures 
shall be followed. 

Amend as follows: 
 
V Supplementary Rules 
1 Whereby identical adoption of an 
international standard developed by the an 
International Standard Setting 
Organization, such as the International 
Organization for Standardization (ISO) 
and the International Electrotechnical 
Commission (IEC), as a national standard, 
the licensing declarations made upon the 
patents involved in such international 
standard are equally applicable to the 
national standard. In all other situations of 
adopting international standards, I, II, III, 
IV of these Measures shall be followed. 

Comment 1:  We applaud SAC’s inclusion of 
this provision in order to bring these regulations 
in harmonization with those of other recognized 
international standard development 
organizations, including ISO and IEC. 
 
Comment 2:  We recommend amending this 
provision to also include other international 
standard setting organizations currently existing 
or formed in the future. 



CONCLUSION 
 
The Sections hope that this submission is useful. We would be pleased to respond to any 
questions regarding these Comments, or to provide any additional comments or information that 
may be of assistance. The Sections welcome future opportunities to comment as the Draft 
Regulations are finalized. 
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